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RESPONSE TO RESTRICTION REQUIREMENT 



MAIL STOP: 

Commissioner for Patents 

P.O. Box 1450 

Alexandria, VA 22313-1450 

Sir: 

In response to the January 24, 2003, written restriction requirement, applicants 
hereby elect Group II (i.e. claims 7-10, 11-15, 22-26, 27-37, 38-42, 52-60, 61-63, 44-51, 64, 
and 68-72) and Group B (i.e., the dnaX nucleic acid of SEQ ID NO: 3) with traverse. 

Applicants traverse the restriction requirement on several grounds. 

Firstly, with respect to the restriction as between groups I, II, and III, 
applicants submit that these groups of invention are sufficiently related and, as noted in the 
outstanding office action, similarly classified such that they can be searched without undue 
burden upon the U.S. Patent and Trademark Office ("PTO"). Therefore, applicants 
respectfully request that the restriction requirement among Groups I-III should be withdrawn. 

Secondly, applicants submit that restriction among Groups A-E is improper. 
The PTO merely takes the position that inventions A-E are "chemically and structurally 
unrelated" (office action at page 4). However, the PTO's position ignores that the claimed 
species of Groups A-E are related inventions. The species are capable of use together for 
purposes of forming a type III polymerase enzyme, i.e., the nucleic acids of Groups A-E 
encode different subunits that are capable of use together. As species capable of use together, 
the subject matter of Groups A-E are properly considered subcombinations. The Markush 
type claim 1 1 is appropriately considered as encompassing both various combinations and 
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various subcombinations, because claim 1 1 recites an "isolated nucleic acid molecule 
encoding at least a single subunit of a DNA polymerase Ill-type enzyme. . (emphasis 
added). 

Because claim 1 1 encompasses both subcombinations A, B, C, D, and E as 
well as combinations thereof, restriction among Groups A-E must comply with Manual of 
Patent Examining Procedure § 806.05(a). In particular, even assuming that two-way 
distinctness can be demonstrated, restriction is inappropriate unless "reasons for insisting 
upon restriction are necessary, i.e., separate classification, status, or field of search." IdL In 
i this case, the PTO has failed to assert that separate classification exists (see office action at 
page 1, which indicates that both protein subunits and nucleic acids are classified in the same 
class/subclass), that separate status exists, or a separate field of search is required. In the 
outstanding office action, the PTO merely asserts that the individual species would require 
different searches (see office action at page 4). The mere fact that different computer-assisted 
database queries would be needed for the different nucleic acid sequence (i.e., SEQ ID NO: 

1 3, SEQ ID NO: 94, SEQ ID NO: 86, and SEQ ID NO: 106) fails to demonstrate that the 

species have a separate status or separate field of search. The PTO has already indicated that 
class 435/194 would be searched for all members of Group II, and there is no showing of 
other criteria having been satisfied. Thus, the PTO has failed to carry its burden in 
establishing that these related inventions require restriction. 

Finally, from a practical perspective, applicants respectfully request that, at a 
minimum, the PTO consider examining the nucleic acids of dnaX (encoding tau and gamma 

^ subunits) and dnaE (encoding alpha subunit). As discussed between Examiner Hutson and 

the undersigned attorney during phone interviews on July 21 and July 22, 2003, the subject 
matter listed immediately above would appear to be potentially interfering subject matter 
relative to the subject matter claimed in U.S. Patent No. 6,238,905 to McHenry et al. 
("McHenry"). No such restriction appears to have been made during prosecution of the 
McHenry patent. Therefore, to minimize the workload on the PTO and simplify the 
declaration of any potential interference, it would be prudent for the PTO to allow a 
reasonable number of nucleic acid molecules to be considered in the present application and, 
preferably, to allow a reasonable number of protein sequences to be considered in either the 
same application (as with McHenry) or in a single divisional application (the next best 
alternative). 

This is entirely consistent with the sua sponte directive of the Commissioner 
to partially waive the requirements of 37 C.F.R. § 1.141 et seq. to aid the biotechnology 
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industry in protecting its intellectual property without creating an undue burden on the PTO. 
See Examination of Patent Applications Containing Nucleotide Sequences, 1192 O.G. 68 
(November 19, 1996). In particular, this announcement indicates that the PTO will search a 
reasonable number of sequences claimed in a single application, with an upper limit of ten 
nucleotide sequences being deemed reasonable. Therefore, restriction of inventions solely on 
the basis of different nucleic acid sequences is contrary to PTO policy. 



In view of all of the foregoing, applicants respectfully submit that the 
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restriction requirement should be withdrawn at least in part. 
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